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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
In re Reissue of 
Letters Patent 5,568,207 
Richard CHAO 
Serial No.: 09/182,862 
Filed: October 21, 1998 

For: AUXILIARY LENSES FOR EYEGLASSES 

OFFER TO SURRENDER PATENT 
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Commissioner for Patents 
Washington, D.C 20231 
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E SIR: 



I am empowered to sign this OFFER TO SURRENDER PATENT pursuant to 37 C.F.R. § 
P 1.178 on behalf of the undersigned assignee, Asahi Kogaka Kogyo Kabushiki Kaisha (A.K.A 
Sj Asahi Optical Co., Ltd.), who is the assignee of the entire right, title, and interest of a one-half part 
□ of United States Patent No. 5,568,207 recorded on May 24, 2000, Reel 010848, Frame 0278. 



The undersigned assignee offers to surrender United States Patent No. 5,568,207 for its 



reissue. 



Respectfully submitted, 



Date: M arch *7 , 2 001 




Naoyu^KUno 
Senior Managing Director 
Asahi Kogaka Kogyo Kabushiki Kaisha 
(AK.A Asahi Optical Co., Ltd.) 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
In re Reissue of 
Letters Patent 5,568,207 
Richard CHAO 
Serial No.: 09/182,862 
Filed: October 21, 1998 

For: AUXILIARY LENSES FOR EYEGLASSES 



Examiner: H. Mai 



Group Art Unit: 2873 



SUBMISSION OF SUPPLEMENTAL REISSUE 
DECLARATION BY INVENTOR 
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-"Commissioner of Patents 
{Washington, D.C. 20231 

iSir: 

Attached herewith is an executed Supplemental Reissue Declaration by Inventor, Richard 
^Chao, for the above-identified reissue of U.S. Patent No. 5,568,207. 

j Respectfully submitted, 

3 MORGAN & FINNEGAN, L.L.P. 



Dated: March 29. 2001 



By 

Michael S. Marcus 
Registration No. 31,727 
(202) 857-7887 Telephone 
(202) 857-7929 Facsimile 



CORRESPONDENCE ADDRESS: 
MORGAN & FINNEGAN, L.L.P. 
345 Park Avenue 
New York, NY 10154 



22951 1 



1 



Patent Docket No. 4216-4000 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
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Letters Patent 5,568,207 
Richard CHAO 
Serial No.: 09/182,862 
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Commissioner of Patents 
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Attached herewith is an executed Consent of Assignee by Asahi Kogaka Kogyo 
Kabushiki Kaisha (A.K.A. Asahi Optical Co., Ltd.), for the above-identified reissue of U.S. 
Patent No. 5,568,207. 

Respectfully submitted, 
MORGAN & FINNEGAN, L.L.P. 



Dated: March 29. 2001 



By: 




Michael S. Marcus 
Registration No. 31,727 
(202) 857-7887 Telephone 
(202) 857-7929 Facsimile 



CORRESPONDENCE ADDRESS: 
MORGAN & FINNEGAN, L.L.P. 
345 Park Avenue 
New York, NY 10154 
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Commissioner of Patents 
Washington, D.C 20231 
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I am empowered to sign this consent on behalf of the undersigned assignee, Asahi 
Kogaka Kogyo Kabushiki Kaisha (A.K.A. Asahi Optical Co., Ltd.), who is the assignee of the 
entire right, title and interest of an undivided one half part of United States Patent No. 5,568,207 
recorded on May 24, 2000, Reel 010848 . Frame 0278 . 

The undersigned assignee CONSENTS TO the reissue of United States Patent No. 
5,568,207, which reissue was filed on October 21, 1998. 



Date: March 7% 2001 




Naoyu^TUno 

Senior Managing Director 

Asahi Kogaka Kogyo Kabushiki Kaisha 

(A.K.A. Asahi Optical Co., Ltd.) 
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Commissioner of Patents 
Washington, D.C. 20231 

Sir: 

Attached herewith is an executed Offer to Surrender Patent by Asahi Kogaka Kogyo 
Kabushiki Kaisha (A.K.A. Asahi Optical Co., Ltd.), assignee in the above-identified U.S. 
Patent No. 5,568,207. 

Respectfully submitted, 
MORGAN & FINNEGAN, L.L.P. 
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Dated: March 29. 2001 




By: 

Michael S. Marcus 
Registration No. 31,727 
(202) 857-7887 Telephone 
(202) 857-7929 Facsimile 



CORRESPONDENCE ADDRESS: 
MORGAN & FINNEGAN, L.L.P. 
345 Park Avenue 
New York, NY 10154 
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MANUAL OF PATENT EXAMINING PROCEDURE 



(d) The oath or declaration required by paragraph (a) of this section 
may be submitted under the provisions of § 1.53(f)- 

The reissue oath/declaration is an essential part of a reis- 
sue application and must be filed with the application, or 
within the time period set under 37 CFR 1 .53(f) along with 
the required surcharge as set forth in 37 CFR 1.16(e) in 
order to avoid abandonment. 

The question of the sufficiency of the reissue oath/decla- 
ration filed under 37 CFR 1.175 must in each case be 
reviewed and decided personally by the primary examiner. 

Reissue oaths or declarations must contain the follow- 
ing: 

(A) A statement that the applicant believes the original 
patent to be wholly or partly inoperative or invalid — 

(1) by reason of a defective specification or draw- 
ing, or 

(2) by reason of the patentee claiming more or less 
than patentee had the right to claim in the patent; 

(B) A statement of at least one error which is relied 
upon to support the reissue application, i.e., as the basis for 
the reissue; 

Q(C) A statement that all errors which are being cor- 
rected in the reissue application up to the time of filing of 
the^ath/declaration arose without any deceptive intention 
on^the part of the applicant; and 

p J(D) The information required by 37 CFR 1.63. 

Dphese elements will now be discussed: 

iJl A STATEMENT THAT THE APPLICANT 

^ BELIEVES THE ORIGINAL PATENT TO BE 
WHOLLY OR PARTLY INOPERATIVE OR 

^ INVALID BY REASON OF A DEFECTIVE 

^ SPECIFICATION OR DRAWING* OR BY 

y REASON OF THE PATENTEE CLAIMING 

£ MORE OR LESS THAN PATENTEE HAD THE 

U RIGHT TO CLAIM IN THE PATENT. 

In order to satisfy this requirement, a declaration can 
state: 

' ** Applicant believes the original patent to be partly inoperative or 
invalid by reason of a defective specification or drawing.** 

Alternatively, a declaration can state: 

"Applicant believes the original patent to be partly inoperative or 
invalid by reason of the patentee claiming more or less than pat- 
entee had the right to claim in the patent" 

Where the specification or drawing is defective aupl pat- 
entee claimed more or less than patentee had the right to 
claim in the patent, then both statements should be included 
in the reissue oath/declaration. See MPEP § 1412.04 for 
an exemplary declaration statement when the error being 
corrected is an error in inventorship. 



The above examples will be sufficient to satisfy this 
requirement without any further statement. 

Form paragraph 14.01 may be used where the reissue 
oath/declaration does not provide the required statement as 
to applicant's belief that the original patent is wholly or 
partly inoperative or invalid. 

J 14.01 Defective Reissue Oath/ Declaration, 37 CFR U75(a)(l ) 
- No Statement of Defect in the Patent 

The reissue oath/declaration filed with this application is defective 
because it fails to contain the statement required under 37 CFR 
1.175(a)(1) as to applicant^ belief that the original patent is wholly or 
partly inoperative or invalid. See 37 CFR 1.175(a)(1) and see MPEP 
§1414. [1] 

Examiner Note: 

1. Use this form paragraph when applicant: (a) fails to allege that the 
original patent is inoperative or invalid and/or (b) fails to state the reason 
of a defective specification or drawing, or of patentee claiming more or 
less than patentee had the right to claim in the patent . In bracket 1, point 
out the specific defect to applicant by using the language of (a) and/or (b), 
as it is appropriate. 

2. Form paragraph 1 4.1 4 must follow this form paragraph. 

II. A STATEMENT OF AT LEAST ONE ERROR 
WHICH IS RELIED UPON TO SUPPORT THE 
REISSUE APPLICATION (I.E., THE BASIS 
FOR THE REISSUE). 

A reissue applicant must acknowledge the existence of 
an error in the specification, drawings, or claims, which 
error causes the original patent to be defective. In re Wilder, 
736 F.2d 1516, 222 USPQ 369 (Fed. Cir. 1984). A change 
or departure from the original specification or claims repre- 
sents an "error" in the original patent under 35 U.S.C. 251. 
See MPEP § 1402 for a discussion of grounds for filing a 
reissue that may constitute the "error" required by 35 
U.S.C. 25 1 . Not all changes with respect to the patent con- 
stitute the "error" required by 35 U.S.C. 251. 

Applicant need only specify in the reissue oath/declara- 
tion one of the errors upon which reissue is based. Where 
applicant specifies one such error, this requirement of a 
reissue oath/declaration is satisfied. Applicant may specify 
more than one error. 

; Where more than one error is specified in the oath/decla- 
ration and some of the designated "errors" are found to not 
be "errors" under 35 U.S.C. 251, any remaining error 
which is an error under 35 U.S.C. 251 will still support the 
reissue. 

The "at least one error" which is relied upon to support 
the reissue application must be set forth in the oath/declara- 
tion. It is ngl necessary, however, to point out how (or 
when) the error arose or occurred. Further, it is noi neces- 
sary to point out how (or when) the error was discovered: If 
an applicant chooses to point out these matters, the state- 
ments directed to these matters will not be reviewed by the 
examiner, and the applicant should be so informed in the 
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THIS CONSTITUTES NOTICE OF ENTRY 
AS REQUIRED BY fKCP, RUtE 77(d). . 

TOUTED STATES DISTRICT COURT 
CENTRAL DISTRICT OF CALIFORNIA 
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ASPEX EYEWEAR, INC. 

Plaintiff, 

v. 

REVOLUTION- EYEWEAR, INC. 

Defendant . 
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CV 99-1.622 IxGB (BQRx) 

ORDER GRANTING PLAINTIFF'S 
MOTION FOR PARTIAL SUMMARY 
JUDGMENT OH. DEPENDANT' S 
COUNTERCLAIM AND 
AFFIRMATIVE DEFENSE OF 
PATENT INVALIDITY 



I. . INTRODUCTION 

This action arises out of Plaintiff Aspex Eyewear, Inc.'s 
allegation that Defendant Revolution Eyewear/ Inc. is infringing upon 
its patent" for magnetic eyewear. By the instant motion, Plaintiff 
seeks partial summary judgment or. Defendant Revolution Eyewear Inc.'s 
coxmtez- claim and affirmative defense of patent invalidity. 
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II. FACTUAL BACKQROTOTO 

Plaintiff purportedly has rights in U.S. Potent No, 5,568,207 
(the n% 207 Patent") for a particular type of magnetic "clip-on" 
eyeglasses. See Dec- 'a Ex. 7 (*207 Patent). The patent was issued on 
October 22, 19*6, and identifies the inventor of th» device disclosed 
therein as a person by the name of Richard Chao ("Chao"} . Saa iiL. at 
i. ' * 

A. DESCRIPTION OP THE PATENTED DEVICE 

The *207 patent relates to an eyeglass device comprising a 
primary spectacle frame for supporting primary lenses therein, and an 
auxiliary frame (colloquially known as the ^clip-on" frame) for 
supporting auxiliary lenses. (*207 Patent, Abstract). The v 207 Patent 
specifies an arrangement whereby the auxiliary frame is engaged to the 
primary spectacle frame using ^magnetic members . u , Sefi: id-. The two 
magnetic members of the primary frame axe secured within '"projections" 
that are in turn secured to the u rear and side portions" of the 
primary spectacle frame, (*207 Patent, col. 1, Ins. 50-52 & Fig. 3)'. 
n The two magnetic members of the auxiliary frame are secured to the 
*9 II "arms/ which are in turn secured to the two *side portions* of the 

I 

20 
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22 
23 



auxiliary frame. (Jri-. at col. 1, Ins. 54-55 & Fig. 4) . The arms of the 
auxiliary frame extend over, and , engage with, the Upper portion of the 
primary spectacle frame, such that the magnetic members of the two 
frames engage with each other. (Id* at Ins. 55-5A £ Fig. 6) . The 
2 * 11 arrangement prevents the auxiliary frame from moving downward relative 

25 to the primary spectacle frame, thereby enabling the auxiliary frame 

26 \ to be stably supported. ( I < ^ _ at col. 1, In. 62 - col. 2, In. 2). 
27 

28 



- 2 - 



, °JUN Yl 1 'Bl 1 ' eSPM^reX EYEWEAR 
0G/Q5/2a01 17:40 FAX 4JLS 442 1010 



ttKUBfcXA 



BROBECK SF 



-P. 2/* 



©004 



1 
2 
3 
4 
S 

.6 
7 
8 
9 
10 

yj 

£0 



nis 

^ i 
.=3.7 



B. DEFENDANT'S. IHVALIDIXx COTOTERCLAJM 

On February 17, 1939, Plaintiff filed suit against Defendant, on 
the grounds that its magnetic eyewear infringed upon the '207 Patent. 
See PL's Compl. On March 11, 1999, Defendant filed a counterclaim, 
seeking a declaration that the *207 patent is invalid, and an 
affirmative defense of invalidity. Sea Def .'s Counterclaim & Answer. 

Def endanr bases its invalidity claim on the contention chat an 
inventor by the name of Julie Madison {"Madison") is the first true 
inventor of the device claimed in the '207 Patent. Madison is the 
holder of U.S. Patent No. 6,149,269 (the "'269 Patent-) for 
^Eyeglasses Having Magnetically Held Auxiliary Lenses." Sefi Def.'s Bx. 
1 (-269 Patent). Madison applied. for che patent on April IB, 1997, and 
the '269 Patent was issued on November 21, 2000. Sea id* The X 2S9 
Patent describes itself as an improvement over prior art because of 
ita "uniblock" design: 

Eyeglasses and clip-ons are improved by providing 
housings for magnets for securing the clip-ons in 
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xiniblock also "incorporating one or more or tne 
following: parte of closing block, an ena piece, ana 
part of a hinge. The structure is more compact, neater 
in appearance, and of improved quality as compared to 
eyeglasses incorporating conventional structures . - - 

Sea »2S9 Patent, Abstract. SfiA alSft id- ac col. 1, ins. 3 8-42 
("In eyeglasses constructed in accordance with the prior art, the 
piecemeal assembly of closing block, end piece, magnet housing 
and temple-piece hinge produces a gtructure that is unduly strung 
out or elongate, and rhe housing for the magnet is bulky and 
unsightly.") Significantly, the '269 Patent identifies the device 
disclosed in the *207 Patent as a prior art reference. Sefi id- at 
1 (References Cited); id- at col. 1. Ins. 13-25 ("Eyeglasses 
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equipped with one or more magnets adapted to secure an auxiliary 
lens in superimposed relation to a primary lena are known and 
disclosed for example in Chao U.S. Pat. No. 5, 58$, 207.*). 

Madison purportedly began designing eyewear in or around 
197 B; See Madison Depo., Vol. 1 at 6- Madison asserts that, in 
the summer of 1994, she conceived of a variety of embodiments for 
eyeglasses that utilize a magnet to attach an. auxiliary' frame to 
a primary frame, in a uniblock (also known as a "roonoblocx' V 
configuration. 1 See id,, at 16:5-19:7; Madison Depp., Vol. 2 at 
189-190. Madison claims that she conceived of a number of 
oriantations for the magnets during the summer of 1994, including 
-magnets mounted on the front, magnets mounted on the top, and . 

. magnets mounted . . . vertically and horizontally." Id* at 
24:16-23. Madison also purportedly conceived of a design whereby 
the arms of the auxiliary frame would •go directly over* the 
front portion of the primary frame. S&e. id* at 25-27. Madison 
apparently committed her ideas. and designs to paper during 1994. 
£££ id*, at 27-28- 1 



* As described by Madison, « wonoblock configuration is one where 
•»11 the ©arts, the rimlock, the hinge, and in this case the magnet, the 
end piece! are constructed from a single piece of metal,' Madison Depo., 
Vol. 1 at 45. 

* «Q: Now. did you prepare any notes or writing that related tc 
this conception? 

q! Ind in what format did you maintain those noces? 
A: Some are in notebooks, some are on - depends on where I was. 
Some were en box tops. Depending what I was doing at that 
time. Some were on random pieces of paper-* 

j fiee Madison Depo., Vol. 1 at 27-2B. 
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Also in the summer of 1?94, Madison allegedly met with a 
person by the name of Mr. Kimura, who worked for a comply caUed 
Sunreeve. Sea id. at 30; Madiaon Depo., Vol. 2 at 177. At their 
meeting in Norwood, New Jersey, ximura purportedly showed Madiaon 
a sample of magnetic eyewear wherein the magnets were placed in a 
front -mounted configuration. See Madiaon Depo., Vol.1 at 32: 2i- 
3.1:24. As they, discussed the sample, . Madison asserts that she 
disclosed certain aspects of the invention she had conceived. 
Sea id. at 34. specifically, Madison purportedly discussed her 
idea for magnetic eyewear with back-mounted magnets. jj.,- nitff 
also. id-, at 47 (Madison's testimony that she disclosed »the 
substance of her U.S. Patent application to Kimura). However. 
Madison did not disclose any of her previously-made notes and 
drawings to Kimura. aee Madison Depo., Vol. 2 at 207-208 . 
Instead. Madison and Kimura purportedly made drawings during the 
course of their meeting, incorporating Madison's uniblock design. 
San id* In addition, Madison asked Mr. Kimura and Sunreeve to 
create an. eyeglass 3ample with top-mounted magnets and a 
monoblock configuration. Sat id. at 177, ISO. While Madison did 
not enter into any formal confidentiality agreement with Kimura 
or Sunreeve (aae. Madison Depc, Vol. 1 at 44:12-45:2), Madison 
testified that she did expect Kiwura to refrain from disclosing 
her ideas and drawings to other people within the indusUy. 
5°S Madison Depo., Vol. 2 at 210-211.* 



*Q: Would it be fair to say . . . that your discussions with Mr. 
Kimura that day in Anaheim when you went over these drawings were not 
meant to be disclosed to anyone else in the industry? 

At 1 had expected that he would go back to his office and discuss 
it with hia technical people 'cause he'B not a technical - although 
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At a subsequent meeting in Anaheim, California in October of 
1994. Kitnura informed Madison that Sunreeve could not produce * 
earaple of a top-tnounted monoblock design, because of the 
Connie*! difficulties it p OS ed. See Madison Depo . , Vol. 2 at 
177-176; 190-192; 205:9-18. Thereafter, in April 18, 1997, 
Madison applied for. and subsequently received, the * 26 9 Patent. 

III. PROCEDURAL BACKGROUND 

Plaintiff filed the instant patent infringement action 
against Defendant on February 17. 1999. Defendant filed an Answer 
on March 11. 1999. Defendant also filed two counterclaims. The 
first counterclaim seeks * declaration that its frames do not 
infringe the '207 Patent, and the second counterclaim aeek 3 a 
declaration that che '207 Patent is invalid. 

On June 2, 1999. Defendant filed a motion to stay this 
action pending the conclusion of an interference proceeding by 
the PTO to determine who, as between Richard Chao and inventor 
Toshikazu Iwamoto. was the first co invent the device claimed in 
the '207 Patent. On Septatuber io, 1999, the Court ordered a stay 
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he's very bright, he's not the technical guy. 
Q: Now, you expected him to talk to people within Sunreeve? 

A: Right . 

Q: Right. But you didn't expect him to go to talk ta other ©eople 
within the induetry? 

A: Correct. 

Q: Did you want him to keep che information a secret? 
A: That would be yes." 
See Madiaon Depo., Vol. 2 at 210-212. 
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of the action. On or about May 30, 200 0, Richard Chao prevailed 
in the interference proceeding, and the Court: thereafter vacated 
the stay on July 25, 2 000. 

On April 12, '200.1. Plaintiff filed the instant motion for 
partial summary judgment on Defendant's invalidity counterclaim 
and affirmative defense. Defendant filed an opposition on April 
23, aooi, to which Plaintiff replied on April 30, 2001. « 

XV. SUMMARY JUDGMENT STANDARD 

Rule 56 of the Federal Rules of Civil Procedure provides 
that a court shall grant a motion for suTtcnary judgment if n the 
pleadings, depositions, answers to interrogatories, and 
admissions on file, together with the affidavits, if any, show 
that there is nc genuine issue as to any material fact and that 
th* moving party \s entitled to judgment as a matter of law." - 
Fed. R. civ. P. 56 <c) . Material facts are those that may affect 
the outcome of the caso . See Andf r^n _v „ ,TiiheTty. Tinhhy,. . Tnr t , 
477 U.S. 242, 248 (1986) - A dispute as to a material fact is 
genuine it there is sufficient evidence for a reasonable jury to 
return a vex diet for the nonmoving party. Sfifi id . 

The party moving for summary judgment bears the initial 
burden of informing the district court of the basis of the 
summary Judgment motion, and of demonstrating the absence of a 



4 In its motion. Plaintiff also represents that Defendant agreed to 
dismiss its fifth affirmative defense cf statute of limitations, and its 
ninth affirmative defense of laches. Totino Decl. ^2 Ex. A. 

Defendant's opposition does not indicate whether it agrees with this 
representation. A3 these affirmative defenses are not made a part of 
Plaintiff's motion for summary judgment, the Court will not dismiss such 
dafanses in tha absence of a stipulation between the parties. 
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genuine is Sue of Serial fact f „ ^ ^ .^^^ 

a£anS ^ Dimty ' 28 F 3d 1520 ' «*« Oth cir. 1M4) . an issue 
for which the nonmoving party has the burden of proof ac tr , al 
the parCy need on , . po . nt ^ chat ^ ^ ^ ^ 

ev.da.ce to eupport the non m oving party's cas,.. c*^, 477 
U.S. at 32S . ^ this fcurdcn is S5tlfif iftd< ^ ^ 

moving party ie rectuire<3 to Kgo ^ pleadlngs ^ fay ^ 

own affidavits, or by the depositions, answers to 
interrogatories, and admissions on file, designate > S pecif< c 
fact,' showing that there is a 3enu i„ e issU e for trial.- r.w~ 
477 U.S. at 324 (internal quotations omitted), fi.fi aiaa wn 



«*< F. 2d i Mgf 1S44 ( 9Lh cir. 1Mt) . where the standard of proof 
«t trial is preponderance of the evider.ce, the non -moving party's 
evidence must be such that a 'fair-minded jury could return a 
verdict for the [non-living partyj on the evidence presented. - 
Andnrffnn , 477 U.S. at 25a. 

V. ANALYSIS 

A. LBGAL STANDARD FOR PATENT INVALIDITY 
Patents enjoy a statutory presumption of validity, Sec. 35 
O.S.C. 5 282 fi994). The party seeki „ g Co eacab i ish a pateri{: . s 
invalidity rxust do so by clear and convincing evidence, id-; Eli 
M1 3Y frPq ir xy t n- T.Rhnr^-,-^ , TTir , 222 p . 3d 973< 980 (ped 
Cir. 2000) . -if the evidence requires the fact finder to draw 
extensive inferences, the evidence does not satisfy the clear ^ 
convincing proof requirement.- H av s p^ apa t^.^-,^ „ V rv 

- fi - 
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J Holland worrh ftmrrirft so F.Su P p.2d 1099. ms (D.Kan. 

2 S l99B > ■ 

MA) moving party seeking to have a patent held not invalid 
at sundry judgment must show thar. th* nonmoving party, who bears 
Che burden of proof at trial, failed to produce clear and 
convincing evidence on an essential element of a defense upon 
which a reasonable jury could invalidate the patent." Id_ 

A patent may be rendered invalid if it is anticipated by 
prior art. Invalidity based on anticipation is described in 35 
U.S.C. § 102(a) : 

A person shall be entitled to a latent unless - 
(a) the invention was known or used by others in this 
country, or patented or described in a printed 
publication m this or a foreign country, before 
invention thereof by the applicant for the patent. 

See 35 u.s.c. Sl02(a>. in essence, this statutory provision 
requires an invention to be "new" in order to be patentable. 
£&& 1 Chisum, Chisum or. Patents, §3.01 at 3-3 (2000) . 

Here, Defendant argues that the Madison drawings disclosed 
tc Xinrura constitute prior art that anticipates and invalidates 
0 S th< * PaCent ' To withsta nd Plaintiffs, motion for summary 

8 judgment, Defendant must produce sufficient evidence to permit a 
reasonable finder of fact to fine patent invalidity on this basis 
by clear and convincing evidence. See. » r.-iwt-y t. 0 ^k y 

Inc. , 477 U.S. at 254. 5 



, ^ f / P^ elimi ^y matter, Plaintiff argues that Defendant ts 
precluded from arguing anticipation because Madison's own patent refers 
to the Chao invention as a prior art reference. Sea '269 Patent at 1 
(References Cited); id^ at col. 1, ins. 13-25. "A statemenc in a patent 
2a II t C < f ome 5 hin ? is ln the Prior art is binding on. the applicant and 
patentee for determinations of anticipation and obviousness." fnnc»n» 
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B. APPLICATION 

"A patent Is iavalid for anticipation *he„ th. sa me devi« 
or method. havl n3 ali « th . ^ llmltaLiona 

.tnc claims, ia described in a «i „ 

v^ioea in a single prior art reference.' aid 

1S» r.3d 534, 545 (Ped. Cir. 1998) . 

In order to invalidate a p* teuc ba6ed on anticipation, the 

Court raust uadertaJce a chxee-steo 

cxuree seep analysis. First, che Court must 

determine whether the purpo-eoiy anticipating invention is 

9 J indeed a prior art reference. p,,t-*,» bK, p .. ■ 

a oehnnqp^ Tmr^rim mrm . 237 F .3d 1359, 1355 ( Fe d. dr. 2001,. 

In other words, does the reference pre-date the invention of the 
patent-in-suit ? Second, the Court must compare the claims of the 
a 3 J patent -in-suit to the prior art, to determine whether the prior . 
|4 J art reference discloses each and every limitation of the 
J5 invention claimed in the patent -in- suit, HelillixJLomixM^ 
|ft| Blolf-T,r?r Viimr^ , 208 F.3d 1339, 134S (Fed. Cir. aboo) . fi^alan 



10 
1 



Ul2 



21 
22 
23 
24 
25 
25 
.27 
28 



|b (Ped. Cir. 1986) (-it is axiomatic that for prior art to 

SB 

s==j 
:2 L 0 



anticipate under $102 it has to meet: every element of the claimed 
invention . . .»). Third, the Court must determine whether the 
prior art reference was either "known or used by others in this 



at. Advflnff f id . Micrn nrvirn Trr ., 848 F .2d 1560, 1570 (Fed Cir isaai 
Xhu B HaalW description of the '207 Patent as a prior art referee 
identtff ! S *" admi9Si ° n ° f Chis e«C as to Madison. however. £££££ 
-cope If t h" e ° rr C3 's °° Urt h " £ound noae ' indicating zhTlhl 

admissio^oniTn^ssiSng^he SEEiSy S'S^d 'V'* , thi8 

^ES^S 1 /^^^™'* d -P° 9 "^» testiLny to prove ^ 
contention that Madison herself is barred from making. 



- 10 - 
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country- . or -described in a printed publication in chig or q 

foreign country." 3S u.S.c. S102 f „ . tetielpatiOB is , 

of fact that i. subject to review under the. clearly erroneous 

standard. In re K^ , 801 F .2d 1324, 1326 (? ed . Cir. u 8 «) . 

1. WHKTHBR TSS KADISOM IKVKNTION IS A PRZOR ART 
R2FSRZNCB 

A reference constitutes prior art only if it 
predates the date of invention of the device claimed in the 
patenL-in-suit. Ss* 35 U. s .c. S lo 2 (a) . The presumptive date of 
invention f oa r «xy. device is the date upon which a complete patent 
application is filed in the Patent and Trademark Office («PTO»). 
Bee Caa^r v . ftnW a r .fa, is* F.3d 1321. 1327 (Fed.cir. ISSS) ; 
BafPK v Hra , 98 U.S. 31, 34 (1B7B) . A patentee may establish an 
earlier date of invention, however, by showing either (1) -, n 
earlier reduction co practice." (Puxdus, 237 F.3d at 1365); or 
<2) »an earlier conception followed by a diligent reduction to 
practice.- 1^ -Conception and reduction to practice are 
questions oE law. based on subsidiary findings of fact." Id- 

Herft, the presumptiva dace of invention of Chao's eyeglass 
device is November 7, i 995 - hhe date Chao filed his patent 
application with tha PTO. Sea PI . > . Ex. 7 . The preemptive date 
of invention of Madison's eyeglass device is seventeen months 
later, on April 18, 1997 the date upon which Madieon filed her 

24 | patent application. She Pl.< fi x . TnUs> in ordej _ £or Defendant 

25 J to establish that Madison's invention is a prior art reference, 

26 | it muse raise a genuine issue of material fact that Madison 
2? either reduced her invention to practice before November 7, 1995, 
28 



or conceived of her invention and diligently worked to reduc 



e it 



11 
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to practice before November 7, 1995. 

(a) ^CLli^^ti^jj^^ .£rarL!Li^ 

I To prove actual reduction to practice, -an 

inventor mutit establish thai- * * 

at>i ish that he actually prepared the c^os t r ion 

and taiew it would work: " F«f=«, r . 

X> atg&-I.a nf1^ Trr .a. L'Pr rjg^&j^, 129 

F.3d S88, 592 (Fed.Ci- l<»97) . fc vu. 

ec.n_i.97K liilkm^y^Lsi^, 937 F.Supp. 25. 

3D (1997, (* Proof of actuaI rftdactioc e - praetlM requircs ^ 
I dewing chac the apparatus ac . tuany exietQd ^ fchat . c 

for it- intended purpose.', « To astablieh an actual reduction tQ 
practice *n inventcr must provide independent corroborating 

evidence in addition to h-ia u 

aaoation to has or her own statements and documents 

euch as testimony of a witne« 5 other uhan the invent or 
evidence of surrounding fact* and cixcu^tance* independent of . 

^nforrciat ion tecoivea • ' 

" - ro,n the inventor.- MarknWTI, 387 F.Supp. at 

30. "The purpose of this rule i. to prevent fraud." ZsL. 

Here. Defendant does not attempt to provide any evidence 
that Madison actually reduced her eyeglass device to practice • 
prior to the filing or the Chao patent application on November 7. 
199S. Indeed, the only evidence in the record is the 
uncorroborated testimony of Madison that the first specimen 
embodying her patented invention was produced in 1996. ^ 
Madison Depo., Vol. 2 at 228-229. Thus. Madison cannot establish . 
23 priority on. this basis. 



24 



Defendant seeks to establish prioricy on the 
alternative basis that Madtson conceived of her invention, and 
diligently worked to reduce it practice, prior to November 7, 
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conception -quires prooc ttat £he . ave!s:or fOTB<j ^ Wo 
mind .. deti „ 1Ci ^ paOTan „ t o£ ^ 

° I<Unaly ,ki " "°" la *• »~— «T co reouee the invention t o 
practice, without extensive research 

c« ai ve researcn or experimentation."' jul 

1 (quoting Bunr^ighw te ll cnmr Cn r H r r- T nhs^nc., 40 F. 3d 
1223, 1228 <Ped.Cir. 1994). Wh er . a party *ee ka to show 
conception though oral testify of an u ^ 

independent evidence corroborating that testimony. Sa* ^urd^ 
237 K.3d at 1 365 . indeed. "(plroof of an alleged inventor's 
concepts and reduction Lo practice is a heavy one and requires 
| full corroboration by other than the inventor^ own self-serving 
te 3C imony or records.- a attell .j niirri , nirnr rn^JLnc^y^ad^ 
Com p urr- mtftw , Ttv c^. 370 rVsupp. 3*9. 206 (d.r.x. 1374) 
(quoting KasEm»n v^fiffk fn v r t rh,D rtri( - ^„ *r 
F.Supp. 718, 728 (E.D. Tenn. 19G9)) . 

in order to show due diligence in che inventor's reduction 
to practice, -the patentee must account for the entire critical 
period between the date of conception and the date of reduction 
to practice by showing either activity aimed at reduction to 
practice or legally adequate excuse, for inactivity.- ju-^ 
St a ndard Tnr v VfUrr . inc_ 722 k.su Pp . es, 109 {dm. i Sfi 5) ' 
(citing 3 n. Chleum. Patent* S l0 .07 (1987)). »i n addition, the 
law requires corroboration ot diligence during the critical 
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period -" A n wrirftn ^nnH n rrt , 722 F.Supp. at 109. 6 

Relying on Madison's deposition testimony. Defendant 
contends that Madison conceived of he. magnetic eyewear in the 
.u»™, of a9fl4 . ^ DepQ ^ Vq1 x ^ 16;5 _ lg:7; Mad . son 

Sapc, Vol. 2 at i„- 190 . The only purportedly corroborating 
evidence provided by Defendant axe declarations of Kimura and 
Takahiro Nishiok* [r> e p uty Manager q£ Surir<=eve) ^ ^ 

allegedly submitted to che PTO in the prosecution of Madison's 
patent, flee Def.'s Opp'n. at 2; Def/s EX3 . 5 (, 6. Howpver, 
Plaintiff properly objects to the admission of the declarations " 
because they are improperly authenticated, -in order for a 
document to be considered by a court in ruling on a motion for 
summary judgment, the document must be authenticated by and 
attached to « n affidavit that meets the requirements of 
Fed. R. Rule. p. 56(e). . > sge Pfltmh ^^. fn 7np ¥ 
lrnYHt»rn TTl-n^nnrr rru . 528 F.Supp. 474, 482 (D.NJ. 1S95). 
"Hence, before evidence may be admitted, a foundation must he 
laid 'by evidence sufficient to support a finding that the matter 
in yue«cion is what ice proponent, claims.'- id. (quoting Fed. R. 
Evid. 901(a) ) . 

Here, the supporting affidavit by defense counsel Crucillo 
does not state that Che declarations are -true and correct" 
copies of what they purport Co be. Sea Crucillo Dncl . «f 5-7. 
indeed, the file history for Madison's '269 Patent nowhere 



the critical period- of diligence is -from the time just before 

IrtJf ^ °* a , SeCond invenc «> r into the field until a reduction to 

CehalD S U.S. P.Q. 2d 1477, 1481 n. 6 (P.T.O. 1982) [diligence i. required 
only "from a time prior to the conception of another*) 

- 14 - 
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include. che foregoing decorations, aad Defendant provides no 
2 j other evidence that the declarations were ever used in the pat e„ t 
prosecution, Totino Dec!.. Ex. A. Thus, the Court suscain, 

Plaintiff* objection to the admissibility of the declarations. 

Even if the Court were Co assume that conception occurred in 
the suaanar of 1994, the r«cord is devoid, of evidence concerning 
Plaintiff e diligent reduction to practice. Again, Defendant 
relics on Madison's own deposition tear.in.ony. which lu 
insufficient as a matter of law because it is uncorroborated, 
10 j Ame r i can Sranrtn~rt , 722 F.Supp. at 109 («the law" requires 
^1! J corroboration of diligence during the critical period.") Even if 
# 2 the i^^asible declarationa of Kimura and Nishioka are 
jj 3 considered, rhey are entirely aiicnt a8 to Madison's attempts, if 
f|4. any, to reduce he= invention to practice. In fact, Niehioka's 
p 5 J declaration provides the opposite inference when it states: "I 
His J replied to Mb. Julie Madison through Mr. Kaoru Kimura that her 
jg7 J ideas would not be realized if we used auch new construction for 
He fl magnetic eyewear." Sse. D«£.' 3 Ex. 5. Nishioka Decl . at ^3. 

Thus, Defendant's evidence tails far short of raising a 
genuine issue of material fact that Madison's ideas and drawings 
constitute a prior art reference, especially in light of the 
governing cl«ar and convincing burden of proof. Conspicuously 
absent from the record ar« the drawing* themselves, upon which 
the entirety of Defendant's counterclaim is premised. When 
stripped to its essence, the evidence is nothing more than 
testinrcny by the inventor herself, corroborated only by ambiguous 
and inadmissible declarations. For this reason alone, partial 
summary judgment in favor of Plaintiff is appropriate. 
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WHETHER THE KAJDISONT INVENTION MAS KNOWN OR 
TOED BY CIHESS OR DESCRIBED IN A PRINTED 
PUBLICATION 

Another crucial element of an anticipation defense 
is proving that the prior art reference w as known or ue«d by 
others, or described in a printed publication, prior to chc 
invention of the device discl M ed in the .patent- in-suit. Sae 33 
u.S.C. S102 (a) . 

Drfir-lnr^nn in a Printed P»Kn^ <nn 
Anticipation by a prior publication occurs 
where the work adequately describes the invention in cjue s tion and 
the work gualifiea a, a printed publication. 5*6 l Chisum. Chisum 
on Patents, $3 . 04 ac 3-«o. In order for a description to be 



S it must enable a person with ordinary skill in the 

art to not only comprehend the invention, but also to make it. 



b 7 

u 

□ 

21 
22 
23 
24 
25 
26 
27 
28 



1547, 1550 (Fed.cir. 19S9) (a prior art reference -muct provide a. 
description sufficient to teach a person of ordinary skill in the 
art how to make and use the apparatus or pxocesa"); Seymour. 
Qflhorn.. 78 U.S. 515 (ia?o) . 

In order for the prior art reference to qualify as a 
-printed publication- under 35 U.S.c. 5102(a), it must have beer: 
^sufficiently accessible to those skilled in the art. 1 ' Iruxfi 
Cron m - 690 F -2d "58, iifio (Fed.cir. 1989). This io because 
"dissemination and public accessibility are the keys to a legal 
determination whether a prior art reference was 'publiahed* 

1235 (7th Cir. l<?69) (distribution of paper at various 

technological conferences sufficed to constitute publication) ; 

- 16 - 
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732 F.2d 5C3 (Fed. Car. 1BM) ( .- herf . 
I ... ' ( the dlsse ^nation of six copies to 

I - ^dividual was not a 'publication* . 

Here r>^ danz . s ^ ^ ^ ^ 

-e. al fact chat che Madigcn ae ^ 

. P-bUc^-. The evince does not ^ ^ ^ 

- drawings, assuming that thev exiar 

tney exi «, were made accessible to 
— «. of tfc, ^ lic . RaEher , Mldison tearifi>d ^ 

»M n-eccxng ta ^ Jersey . ^ ^ ^ 

^L2»2 at 207-208. Moreover the~> i «. ' 
« I ' Srs 13 nc evidence that persons other 

^3 J than Kimura aver saw Madison's drawings, including other 

employees of Su »reeve. P lnally , Cestified ^ ^ 

there was no confidentiality agreemenC wlch ^ 
Kxn,ura to. refrain fro, disclosing her ideas and drawings to other 
persons in the optical industry. Madison Depo., Vol i at 
44.12-45:2.- Madron Depo., vol. 2 at 210-211. 

Defendants evidence , lso to ^ . ^ ^ 

material fact that the Madison drawing, were sufficiently 
detailed to enable a person with ordinary M11 in the art CQ 
both comprehend the invention and to .ake it. Indeed, the o^y 
evidence submitted suggests th at thc M adi 50 n drawings disclosed 
to Kinnxra wcr « M 8uff icient co _ bie hlm fce ga?npie 
requested by Madison. ^ Madison Depo ^ Vol 2 ^ 
209:9-18; 177-178.' 



22 



H Q: And after you obvp riri . ... 
monoblock: design) , helafer Jm^T I ication * the top-mour.cad 

tCr ca ^^ck to you and said that it could not 
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(2) BubTir K nowler'ag r»- r^p 
Anticipation by prior knowledge requires thae 
a complete and adequate description of the prior art reference 
roust have been available to the public. ^ Ha ^^. ^ 

aei^jriMtointtAE^!,,^. a „ u.s.p.q. aai {C . D . cal. i 9a3 ), 

-££'d 727 F.2d 15*0 (,ed. cir. X9.4) ("the knowledge or use by 
other* required by senior. 102 UJ i a public knowledge of a 
complete and operative device -» . Ib addition, -the knowledge 
required by 5 102(a) involves some type of public disclosure and 
is not satisfied by kno^edgm of a si^le parson, or a few 
persons working together. » t—^ t c ,; 11ava 

H**ii*, 205 U.S.P.Q. 892, 912 (N.D. 111. I960, (emphasis added,. 
Again, the inventory testimony of prior knowledge or use must be 
corroborated by other evidence. <^ 1 chisum, Chisum on Patent*, 
§3.0512] at 3-73. 

In- its opposition. Defendant argues that Madison provided 
her drawings «to Sunreeve via Kitmra.- see. Def.'s Opp'n. * c 14. 
However, Madison's testimony nowhere suggests chat she disclosed 
her drawings to any Sunreeve employees other than Kirnura. The 



ba done; is that correct? 

I^Ll^ aWai '- HC S3i£j - hat the * wera talking abo.il: ifc that 
they were diteuaawg it with technical oeople. . 

feasible!? UltifflaCe »n^«*ion was that it was not 

A: At that time, yes. 

Q: So it was at that point in time the manufacturer said it could 
not be reduced practice; would that be correct' 

A: At that moment they had failed to come up with what I considered 
S^SS?* alternati - « * or viable «p^I?2 

Q: And that, was in 1594? 
A: Yes." 



Safi Madison, Vol. 2 at 177-173, 
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i—^-iM. ^cl,™^ o{ Ni3hioka ^ &obm1 ^ 

Madison's ideas by Kimuj-r. » > j 

BY «Clmu**. and does not: indicate chat NishioVa 

^ VieW6d ^ Wtioa. Saa NiGhio)ca Dftcl . at ^ 

^ POr,ed t0 « tl >« .ul ie Madison disclosed to w . 
her ideas regarding the new , tetion of end . piece ^ ^ 

mastic ey e wear. when he met wi,h h er prior £o Decerf>er g< ^ 
« the Anaheim Hilton Hotel in California, U.S .A. ") . Thua , 

Defendant's evidence shows at be*r hh^ m j- 

ows, at best, that Madison's drawings ware 

disclosed only to Kimura. which is insufficient as * Mt1:er of . 

lav to constitute public knowledge. ^ 

SBP'n v ffn-Vim , 20s u.s.p.q. at 912. 

Having examined all of the evident, the Court concludes 
that Defendant ha, failed to raise a genuine ieaue of xnaterxal 
fact as to patent invalidity. Defendant has failed to submit the 
Madison drawings, forcing the Court to rely on uncorroborated 
inventor testimony that her invention constitutes a prior art 
reference. In addition, ^ere is no evidence that the Madison 
drawings, «ven assuming that they qualify as a prior „ c 
reference, were disclosed to the public tn a manner constituting 
a "printed publication," or that sufficient public knowledge or 
use of such drawings occurred. A* such, the Court need not reach 
the third element of pate nt invalidity - whether Madison's 
drawings disclose each and every limitation of the invention 
claimed in che the *207 Patent. 
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Vr • CONCLUSION 

Fcr foregoing reasons r- 

»«o„ for parcls i s JL, ^ 

IT IS go OXOSRSD. 
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United Stafcea oZatrict Judge 
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